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- Extensions of time may be available under the provisions of 37 CFR l i -^fi , i , 

- -f the peS S S™' r -"^"'"^ ''^^-^ thrcol" fca ion "° a reply be timely filed 
S: cr-di::; " '^^^ '^-^^ <^°' '^^^^^ ^ -P'V within the statutory minimum of thirty ,30, days will 

- Any reply ^e'ceiv^d Z Oflic" tattan'tS monZ'^afTer'^ Sno dat" % rH- *° ABANDONED ,35 U.S.C. 5133, 
earned patent term adjustment. See 37 CFR 1 .7oS) ^ ' °^ '=°""""nication. even if timely filed, may reduce any 

Status 

1)K Responsive to communication(s) filed on Apr 24. 2001 

2a) □ This action is FINAL. Philyl xhi., o^+- ■ Z " 

-^0, ixi This action is non-final. 

Disposition of Claims • • . o o.u. z 

4) K Claim (s) 2-4, 6, 8. 70, 15-17 19 21 91 oa -^t ^rs 

---^^^-15^2^^^.24.26.2^^0^ is/are pending in the application. 

4a) Of the above, claim(s) 

5) n ciaim(s) '^^^^^ withdrawn from consideration. 

6) □ Claim(s) '^'^'^ 

?)□ Claim(s) ' is/are rejected. 

, ,. ^^^h23,24.P8 ?7 in ,nr are subject to restriction and/or election requirement 

Application Papers 

9) □ The spebification is objected to by the Examiner. 
10)0 The drawingls) filed on 

, , , n ' eo on . ,s/are objected to by the Examiner. 

nju The proposed drawing correction filed on r-n 
12)n Thonoth^ ^ , . IS. a)U approved b)D disapproved. 

12) U The oath or declarationis objected to by the Examiner. 
Priority under 35 U.S.C. § 119 

13) 0 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119,a,-(d) 
a)n All b)D Some* c)D None of: ^- s n9(a) (d). 

1 . □ Certified copies of the priority documents have been received 

2. U Certified copies of the priority documents have been received In Application No. 

See t e attached detailed Office action for a list of the cLt'Ldctls nS received. 

14) U Acknowledgement is made of a claim for domestic priority under 35 U.S.C. S 119,e,. 

Attachment(s) 



15) □ Notice of References Cited (PTO-892) 

16) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

17) □ Infomietion Disclosure Statemem(s) (PTC- 1449) Paper No{s). 



18) □ Interview Summary (PTO-413) Paper No(s). 

1 9) □ Notice of Informal Patent Application (PTO- 1 52) 

20) 0 Other: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 9-00) 
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DETAILED ACTION 
Status of the Claims 
aaim.2-4,M,.0,15-,7.,9,2,,23.24,26.27.30a„d35-46.^ 

The p.e.„, app,ica«o„ Ha. ^„ .a„,fe.ed B..„„„. we.e„.„.,„ H^a^i.^ 

a. the presence of independem and/or distinct inventions; 
b in order to obtain a complete search; and/or 

0. i"-'-opennitt,eE.an,nertbeoppor...tytoproper,addresstbeindi.d„a,iss„es 
unique to each of the below invention (s), 

..o«cb.„servet„e,edite.beprose»tio„oftbepre.n.app,ica«o„as„e„asa„,.t„re 
apphcation(s) resuhing therefrom. 

representative(s), 

™-"°"«-*"'-*^wn,.t.o.tp,„dicetoa„,ortHereiection(s,c„„,.ned 

app..cantaco.p,e.eopportn.t..oad.essOr„ot.read.addressedinapp,icant 

~,,an.iss.es(o,ections.reicctio„)re.r.sedin..ene«officeac.onaswe,,a^^ 
newly raised issues. 
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I. is firs, „o.ed .ha. c>i.^6 is topr„pe„y dependen, up„„ a cancelled base clai™ (e g, 
clain 1) and thus is no. present in any of the groups bdo„. Upon apphcan, a.e„dn,e„, of Cain, 
26. .he pWn. of .he amended Cata 26 (if necessa^) i„ ^„„^, ^„ 

I. is also „o.ed ,ha. i, is .he PTO pohcy .0 view producby-process eW„s as produc. 
claims; and .hese claims have been grouped accordingly, below. 

Election/Restriction 

I. R^ric.ion.o one ofthe following inventions is required under 35 U.S.C 121: 
({ij Claims 2^, 6, 8, 10. 27. 30. 36 and 45. drawn .0 an ™,ibody-like molecule 

comprising a peptide and compositions .hereof, classified in class 530. subclass 
387.1. 

II. Claims 15-17, 19, 21 and 46, drawn .„ ar, inmunolo^cal screening meti,„d of a 

combinarorial Ubrar(y/ies), classified in class 435, subclass 7. 1. 
m Claims 23-24. drawn .0 a mettod of screemng a sample for analy.e binding, 
classified in class 436, subclass 501+. 
(WJ Claim 13, drawn ,0 specific peptides of seq.id 1-5 "or a binding portion .hereof, 
classified in class 530, subclass 324 and additional subclasses dependen, upon the 
length of the "binding portion".. 

Claim 33, drawn to receptor-like molecule comprising a peptide or "binding 
portion thereof, classified in class 530 , subclass 388.22. 

\ 
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VI. 






Claim 35, drawn to an in vivo radioimmunoassay involving tumor antigens, 
classified in class 436, subclass 545. 

Clain^rawn to a (prostate carcinoma cell antigen binding) peptide comprising 
seq^Id. 23 and 24, classified in class 530, subclass 389.7. 




Claim^d^irdrawn to a molecule comprising a peptide of seq id 26-56 and 
composition thereof, classified in class 514, subclass 2+. 



Claii^Vd 42r2rawn to a molecule comprising a peptide of seq. Id 57-76, 
classified in class 514, subclass 2+. 

Claim 40, drawn to a molecule which binds a peptide of seq. Id 9 'or a portion 
thereof, classified in various class/subclasses depending upon the composition of 
the "molecule". 

Claims 43 and 44 draw. ,o a (polymorphic epithelian mucin binding) molecule 
comprising ,he genedc of seq^ Id 88 . classified in class 530, subclass 300^ 



The inventions are distina, each fi-om ,he other because of Ute following reasons: 
Inventions I, ,V, V and VII-X, are individually drawn to independent and/or distinct 
compounds which comprise different peptides of different length and/or amino acid composi^on 
which have different physicochemical, biological characteristics are capable of separate 
n-anuacture and/or use and which require dffercnt and separately burdensome manual and/or 
computer sequence, classification and bibliographic searches^ 
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4^ Invents H m and VI are individually drawn ,„ independent and/or disdnc, methods in 
accordance with rheir dttTeren, method objecives. ™e«,od steps. „se of different reagents and/or 
wi«ch require d»ere„. and separately burdensome nt^ua, and/or confute, classification and 

bibliographic searches. 

5^ inventions I and (m or VI) are related as product and proce. of use. The inventions can 
be shown to be distte if cither or both of the foUo^ng can be shown: („ the process for using 
the product as claimed can be practiced with artother materially different product or (2) the 
product as claimed can be used in a materia different process of using that product (MPEP 
§ 806.05(h),. In the instant case the product as clatmed can be used in a materially different 
process of using that product as in Group II, (screening an analyte) or Group VI (in vivo 
radioimmunoassay of tumor antigens). . 

6. Inventions II and I are related as process of maMng (or identilying) and product made 
The inventions are distinct if either or both of the follo™g can be shown: („ that the process as 
claimed can be used to make other and materially different product or (2) that the product as 
claimed fan be made by another and materially different process (MPEP S 806.05(f)), m the 
instant case the product as claimed can be made (or identified) by another and materially different 
process screening combinatorial libraries for sin^e chdn antibodies (e.g. seeUS601556, a. col 
4); or the process as claimed can be used to make other and materially different products such as 
peptide receptor mimics (vs. peptide antibody mimics) 
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r inventions (I, rv. V, VH vm. IX, X or as « ,o Inventions ( n, m or VI, 

are drawn to independent and/or patentably distinct inventions since Jnvemions ft IV, V, vn 

vni. IX. X or XI) as compared to the Inventions (n, in or VI, are drawn to different statutory 

Cass Of ntventions, re,uire different patentably issues (e.g. under 35 USC .01, „, ,02 and ,03, 

and require different and separately burdensome ntanual and computer bibliogt^pbic and/or 

class,flcation searches. Additional,, the compounds of Inventions ft IV, V. VII. vni ,X X or 

XI, have different modes of operation and/or dUTeren. flmctions and/or different effects as 

compared to the methods of Inventions (n. ni or VI). 

8. Because these inventions are distinct for the reasons given above and 

. have acquired a separate status in the an as shown by their different clarification- and/or 

b. required different and separately burdensome manu. and/or computer searches; and/or 

c. because these inventions have acuired a septate status in the a„ because of their recognized 
divergent subject matter, 

restriction for examination pu^Joses as indicated is proper 

ELECTION OF SPECIES (For Groups IV. V, VHI or IX, 

This applicaHon contains claims directed to the following patentably distinct species of the 

claimed invention: 

For Groups IV, VIII or IX, independent and/or distinct 



thereof for gp IV) of different length and/or 



physicochemical, biological characterist 



PEPTIDES ("or binding portions 
amino acid composition which have different 



ics are capable of separate manufacture and/or use and 
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Which require different and separately burdensom 
classification and bibliographic searches 
For Group V, a molecule 

"molecule of different composition 



e manual and/or computer sequence, 
comprising a peptide in which 



may potentially result in a 

and/or different physicochemical bioloaicalrh^ . • ■ 
capableofseparatemanufactureand/oruseand . . ' ^h~cs are 

'^^''''■"'^"''■^ different and separatelv 
burdensome manual anH/^r separately 

Appl.ca„,i„equired under 35 u s e. 121,0 .to- 
A. a single disclosed sDecipQAf«« , 

Pe-ofpept.de(orbmdmgponionthereo,forOroupsrV,VI„orlX 



B a specific receptor molecule for Group V; 

for prosecution on the merits to Which the claims 
held to be allowable. 



shall be restricted if no 



generic claim is finally 



Applicant is advised that a renlv to ,u- 

elected co«„an, with ,Us re,„ire„e„^ and a fe,i„. „f „ • 
■•-Wing an, eto„,s ,„,,,„,„„^ 

-.ne.c.co„.de,edn ~ "'^--°™.e . .a. a„ e,.„. 

con^dered n„„resp„„.ve unless accompanied by an election 
Upon the allowance of a generir r\,- 
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of an allowed generic claim as provided by 37 CFR 1 Ml If H • 

, ^ ^^^'^'"s^e added after the election 

applicant must indicate which are r..ri u^ ' 
Which are readable upon the elected species. MPEP § 809.02(a). 



Should applicant traverse on the ground that the 



species are not patentably distinct. 



may be used m a rejection under 35 u S r imr w . 

Ub.a 103(a) of the other invention. 

'^"•"""'■°™"«°"'^»"«"8'"«herc,rr..p,„<,.„ee 

Bennett Celsa (art unit 1627) 
October 19, 2001 
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